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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-16 and 18-20 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Sasaki et al. (US 2003/0044370). 

Sasaki teaches a resin powder (including co-styrene-acrylate polymer) for 
dermatological compositions (including antiperspirants) and methods to make the 
composition (including emulsion polymerization). See [001], [002], [0039], [0052]- 
[0055]. Regarding claims 1,15, 18-20, the phrase "wherein the particles have a degree 
of hydrophobicity of from 10% to 60 %" it is inherent that since the particles are 
composed of the same polymers they will have the same hydrophobicity. Regarding 
claims 1,5,15,18-20, the equation limitation is met by the Sasaki patent since it teaches 
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the same composition and polymer resin (including the same MW) with the same SF1 
values, the same particle average volume and the same surfaceness index, the burden 
is shifted to the applicants to show that the particles in patent pub. 2003/0044370 are 
not the same shape as applicants. See abstr, [0021] lin 1-4, [0025],[0031],[0038]. 
Besides the above the Sasaki application teaches that particles with an SF1 of less than 
1 10 are spherical with good spreadability but have inefficient affinity to skin, and 
particles with an SF1 above140 have unevenness on the surface of the resin, which 
improves skin adhesion, but spreadability becomes insufficient. See [0027] and [0028]. 
Thus it is inherent that the patent teaches the same dimensions as those claimed by the 
applicant since the surface area claimed is the same and the application teaches a non- 
spherical particle in which the dimensions of a,b,c in applicants application can fall 
within the range of the claimed SF1 values and volume of the particle in 2003/0044. 
Regarding claims 8-9 Sasaki teaches the Tg temperature within the range specified by 
applicants, See [0040] lin 1-2. Regarding claim 14, Sasaki teaches fine particles can be 
adhered to the surface of the particles, See [0056] lin 1-2. Regarding claim 19, Sasaki 
teaches that the resin powder can take the form of an emulsion. See [0050]. 

Claims 1-16 and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Sasaki et al. (US 6,893,649). 

Sasaki teaches a solid powder cosmetic and the method to produce it, 
comprising a spherical resin powder (specifically mentioned co-styrene-acrylate within 
the MW of applicants claim) and an oily component, the resin has the same SF1 values, 
the same particle average volume and the same surfaceness index as the applicants 
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claimed invention. See col 2 lin 48-59, col 4 lin 28-29, lin 40-42, lin 49-50 and lin 63, col 
5 lin 8, col 6 lin 40, col 7 lin 35-55. Regarding claims 1,15, 18-20 it is inherent that since 
the particles are the same polymeric resin they will have the same hydrophobicity. 
Regarding claims 1,5,15,18-20 the equation limitation was given no patentable weight 
by the examiner since the Sasaki patent teaches the same composition and polymer 
resin (including the same MW) with the same SF1 values, the same particle average 
volume and the same surfaceness index, the burden is shifted to the applicants to show 
that the particles in patent 6,893,649 are not the same shape as applicants. Besides 
this the Sasaki patent teaches that particles with an SF1 of less than 1 10 are spherical 
with good spreadability but inefficient affinity to skin, and particles with an SF1 
above140 have unevenness on the surface of the resin, which improves skin adhesion, 
but spreadability becomes insufficient. See col 4 lin 65-col 5 lin 13. Thus it is inherent 
that the patent teaches the same dimensions as those claimed by the applicant since 
the surface area claimed is the same and the patent teaches a non-spherical particle in 
which the dimensions of a,b,c in applicants application can fall within the range of the 
claimed SF1 values and volume of the particle in 6,893,649. Regarding claims 8-9 
Sasaki teaches the Tg temperature within the range specified by applicants, See abstr 
and col 4 lin 40-45. Regarding claim 14 Sasaki teaches fine particles (corpuscles) can 
be adhered to the surface of the particles, See col 8 lin 65- col 9 lin 1-2. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kinsho et al. (US 7,005,480). 

Kinsho teaches a resin dispersion having uniform particle diameters that can be 
processed by emulsion polymerization and dispensed by a Nanomizer (discussed in 
spec, of applicant as a general method to achieve collisions against a uniform plane 
under high pressure). See col 1 lin 7-9, col 12 lin 35-39 and col 19 lin 64-65. There 
was no patentable weight given by the examiner to the intended use of the resin powder 
as a cosmetic. The degree of hydrophobicity limitation is met since the Kinsho patent 
discusses the use of many different types of polymers including several that fall within 
the scope of applicants claimed resins (including hydroxyl vinyl monomers, nitrile 
containing monomers, vinyl ketones, ect). See col 3 lin 15-col 6 lin 3. It would be the 
ordinary practice of the skilled artisan to establish the desired hydrophobicity of the 
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polymer resin through experimentation. Generally, differences in concentration or 
temperature will not support the patentability of subject matter encompassed by the 
prior art unless there is evidence indicating such concentration or temperature is critical. 
"[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). The normal desire of 
scientists or artisans to improve upon what is already generally known provides the 
motivation to determine where in a disclosed set of percentage ranges is the optimum 
combination of percentages."); In re Hoeschele, 406 F.2d 1403, 160 USPQ 809 (CCPA 
1969). The dimensions of the resin limitation are also met since it would be the 
ordinary practice of the skilled artisan to establish the desired dimensions of the 
particles through experimentation. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
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USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim 1-16 and 18 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-3,7-9,15-16 of U.S. Patent No. 
6,893,649. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because claims 1-28 are generic to all that is recited in claims 
1-3,7-9,15-16 of U.S. Patent No. 6,893,649. That is, claims 1-3,7-9,15-16 of U.S. 
Patent No. 6,893,649 falls entirely within the scope of claims 1-16 and 18 or in other 
words, claims 1-16 and 18 are anticipated by claims 1-3,7-9,15-16 of U.S. Patent No. 
6,893,649. Specifically both claim the same polymer resin for use in cosmetics. 

Claims 1-16 and 18-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-2,5 and 7 of 
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copending Application No. US 2003/0044370. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because claims 1-16 and 18- 
20 are generic to all that is recited in claims 1-2,5 and 7 of copending Application No. 
US 2003/0044370. That is, claims 1-2,5 and 7 s of copending Application No. US 
2003/0044370 falls entirely within the scope of claims 1-16 and 18-20 or in other words, 
claims 1-16 and 18-20 are anticipated by claims 1-2,5 and 7 of copending Application 
No. US 2003/0044370. Specifically both claim the same polymer resin for use in 
cosmetics. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

No claims are allowed. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to James W. Rogers whose 
telephone number is (571) 272-7838. The examiner can normally be reached on 8:30- 
5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Hartley can be reached on (571) 272-0616. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




MICHAEL G. HARTLEY ^ 
SUPERVISORY PATENT EXAMINER 



